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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 54 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

L-7102 recited in this claim appears to be a tradename where the exact chemical 
composition could vary with time. For this reason, this claim is indefinite. It is 
therefore required to specify the exact chemical name of the tradename. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 32-38, and 41 -42 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over a 1995 MY Chrysler JA publication (hereinafter simply referred to as 
Chrysler) in view of Wycech (US 6,270,600), and Ligon et al (US 5,358,397). 

With respect to claims 32-33 and 35, Chrysler discloses a process for providing 
an expandable vibration damping material (hereinafter simply referred to as an 
EVDM) to a door beam. The process includes extruding and cutting an 
expandable material to form the EVDM, wherein the EVDM is substantially tack 
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free and has opening for push pins; placing the EVDM onto an exterior surface of 
the door beam; fastening the EVDM to the door beam by inserting push pins 
through the openings of the EVDM and the beam to form a EVDM/beam 
composite; mounting the EVDM/beam composite onto a vehicle door; and then 
expanding the EVDM on the EVDM/beam composite "to contact and adhere to 
the exterior panel structure of a automotive door. While not explicitly stated, it is 
understood that an expandable material of Chrysler after it is extruded must be 
substantially dry, otherwise, how can one effectively cut the material into EVDM 
and mechanically fastened it onto a beam? 

Chrysler differs from claims 32-33 and 35 in that, Chrysler does not disclose 
applying automatically an EVDM onto an exterior surface of a beam. However, 
Ligon teaches using a robotic arm to automatically, controllably and precisely 
extrude (in-line) an expandable resin to an exterior surface of an automotive 
component (abstract; col. 1 lines 6-12; col. 3 line 64 to col. 4 line 1 1 ; col. 6 lines 
6-23; figures 1 -3). Wycech et al '600 discloses extruding an expandable resin 
directly onto an automotive reinforcing sheet to form an expandable reinforcing 
sheet, wherein the expandable reinforcing sheet is later mounted onto a 
structural member of an automobile and heat-activated during a paint oven 
operation, wherein the expandable resin "impart[s] excellent strength and 
stiffness characteristics" to the structural member (abstract; col. 5 lines 21-67; 
figures 1, 3, 6-7A). 
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For these reasons, it would have been obvious in the art to automatically apply 
an EVDM suggested bv Wvcech et al '600 onto an exterior surface of a beam 
using a robotic type applicator in the process of Chrysler in order to not only 
controllably and precisely extrude (in-line) an expandable resin to an automotive 
beam, but also enhance the production efficiency as well as reduce the 
production cost by obviating the need for fasteners and the need to separately 
manufacture EVDMs, while imparting "excellent strength and stiffness 
characteristics to the beam of Chrysler. 

With respect to claim 34, see the teachings of Wycech et al '600 in column 5 
lines 21 -41. 

With respect to claim 36, a mini-applicator is taken to read on a robotic applicator 
taught by Ligon. 

With respect to claims 37-38, see the abstract and column 6 lines 6-68 of the 
Ligon et al patent. While it is acknowledged that Ligon et al does not explicitly 
state whether an extruded material is in a viscoelastic state, such would appear 
to naturally flow from a process where an applicator of Ligon et al is used as 
evidence from Applicant's disclosure in numbered paragraph 21 where it states 
that "... the use of mini-applicator 20 which applies heat and shear to the material 
20 in accordance . . . Pat. No. 5,358,397 ...in turn, transforms the material 20 
consisting of ... pellets from a solid or dry chemical state to a visco-elastic state 
inside the mini-applicator ..." (bold-face and emphasis added) . 
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With respect to claim 41 , it is well known/conventional in the art to use a metallic 
door beam for providing reinforcing member with a suitable strength 
characteristic to an automotive door. Since it is well within the purview of choice 
in the art to choose from among well known workable reinforcing materials in the 
art for the desired end characteristics of the finished automotive door, this claim 
would have been obvious in the art. 

With respect to claim 42, absent any showing of unexpected benefit, a 
preference on whether to sell/ship a reinforcing beam with an extruded foamable 
material (RBEF) to another manufacturer/manufacturing line or use this beam in- 
house is taken to be well within the purview of choice in the art. An effective and 
yet a simple effective way to handle an RBEF for shipment would be to cover an 
extruded foamable material on a beam with a release protective liner. 
Additionally, it is a common practice in the art to use pre-fabricated automotive 
member(s) in manufacturing an automobile. In fact, it would be highly unlikely to 
manufacture an automobile, where all automotive components are made in- 
house. For these reasons, this claim would have been obvious in the art. 
5. Claims 32-38, 41 -42, 45-47 and 50-51 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over a 1995 MY Chrysler JA publication (hereinafter simply referred 
to as Chrysler) in view of Bryant et al (US 3,872,548), Ligon et al (US 5,358,397), and 
optionally further in view of anyone of Czaplicki (US 6,358,584), Czaplicki (US 
6,263,635), and Barz et al (US 6,467,834). 
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The discussions of the Chrysler set forth in numbered paragraph 5 above are 
incorporated herein. 

Chrysler differs from claims 32-33 and 35 in that, Chrysler does not disclose 
applying automatically an EVDM onto an exterior surface of a beam. However, 
Ligon teaches using a robotic arm to automatically, controllably and precisely 
extrude (in-line) an expandable resin to an exterior surface of an automotive 
component (abstract; col. 1 lines 6-12; col. 3 line 64 to col. 4 line 1 1 ; col. 6 lines 
6-23; figures 1-3). Extruding directly an expandable resin onto an outer surface of 
an automotive component is an art recognized effective alternative way for 
securing an expandable resin onto an automotive component, wherein the 
expandable resin is "virtually tack free" at ambient condition, and wherein the 
expandable resin is heat-activated during a paint curing oven operation as 
exemplified in the teachings of Bryant et al (col. 1 lines 8-10; col. 2 lines 3-52; 
figure 1). Anyone of Czaplicki '584, Czaplicki '635, and Barz et al '834 is cited as 
further evidence to show that it is well known in the art to apply directly an 
expandable resin onto an outer surface of an automotive component, wherein the 
expandable resin is substantially tack free when dry, and wherein the expandable 
resin is heat-activated during a paint curing oven operation. 
For these reasons, it would have been obvious in the art to automatically apply 
an EVDM of a type suggested by (for example) anyone of Bryant et al, Czaplicki 
'584, Czaplicki '635, and Barz et al '834 onto an exterior surface of a beam using 
a robotic applicator in the process of Chrysler in order to not only controllably and 
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precisely extrude (in-line) an expandable resin to an automotive beam, but also 
enhance the production efficiency as well as reduce the production cost by 
obviating the need for fasteners and the need to separately manufacture EVDMs. 
With respect to claims 34-38, 41-42, 45-47 and 50-51 , for essentially the same 
line of reasoning set forth above, claims 34-38 and 41 -42 are taken to have been 
obvious in the art. As for claims 46-47 and 50-51 , these claims are basically 
identical to claims 35-36 and 41-42. For this reason, these claims would have 
been obvious in the art for the same reason set forth above. 
6. Claims 40, 44 and 49 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the references set forth in numbered paragraph 4 or 5 as applied to claim 32 or 45 
above, and further in view of Fitzgerald et al (US 2002/0074827 A1). 

The references in numbered paragraph 5 do not teach extruding a expandable 
material into "a plurality of nodes.. However, such would have been obvious in 
the art, because Fitzgerald et al teaches applying an expandable material which 
has "a plurality of nodes, which are substantially spaced apart from each other" 
into a cavity of a hollow structural member to allow heated air to travel between 
the expandable material to enhance the expansion of the expandable material 
(abstract; numbered paragraph 0002; figure 1). As for claim 44, see figure 1 of 
the Fitzgerald et al patent where each base portion of the foamable nodes 
contacts adjacent base portion of foamable nodes. 
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7. Claims 39, 43, 48 and 52-55 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the references set forth in numbered paragraph 4 or 5 as applied to 
claim 32 or 45 above, and further in view of Jansen et al (US 5,591 ,386). 

With respect to claim 39, it would have been obvious in the art to extrude a single 
foamable bead to a reinforcing beam, because applying a single foamable bean 
into a cavity of an automotive member is a well known effective and yet 
convenient way for applying a foamable material into a cavity of an automotive 
member as exemplified in the teachings of Jansen et al (1 A-2B). 
With respect to claim 43, since Jansen et al teaches the desirability for applying 
a foamable material into a cavity of a vehicle member, where the foamable 
material expand at approximately 1000% of its original size (col. 2 lines 45-59; 
figures 1A-2B), this claim would have been obvious in the art. 
With respect to claim 52, the limitations in this claim are basically repetition of the 
above rejected combination of claims. For essentially the same reason set forth 
above, the repeated limitations would have been obvious in the art. As for 
extruding a bead 'along a length of the beam, such would have been obvious in 
the art as such is a convenient and effective way to substantially fill the hollow 

i 

beam with a foamed baffling material. As for using an ethylene based polymer, 

■ 

see column 3 lines 52-65. 

With respect to claims 53-55, see the teachings of anyone of Czaplicki '584, 
Czaplicki '635, and Barz et al. Additionally, Examiner is also making an official 
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notice that the materials recited in these claims are well known in the art. See for 

instance the teachings of Hanley et al (US 5,266,133). 

Response to Arguments 
8. Applicant's arguments filed on 1 2-1 9-06 have been fully considered but they are 
not persuasive. 

On page 1 1 full paragraphs 1-2, Counsel argued that, "... no specific reason 
within the prior art or knowledge of the skilled artisan that would suggest that a 
door beam would be a suitable candidate for receiving the expandable material 
according to the teaching of Ligon et al. At the outset, independent claim 32 has 
been amendment such that, this claim no longer requires an expandable 
vibration material to be tack free and substantially dry. Moreover, Counsel 
appears to be misconstruing the basis of Examiner's rejection. More important, 
contrary to Counsel's assertion, the Ligon et al patent clearly shows that the art 
recognizes and appreciates the benefits for using a robotic type applicator to 
automatically, controllably and precisely extrude in-line an expandable material 
onto an automotive member. Additionally, the teachings of Wycech et al '600 
would have reasonably suggested to extrude an expandable resin directly onto 
an automotive member to not only "impart[s] excellent strength and stiffness 
characteristics" to the automotive member (abstract; col. 5 lines 21-67; figures 1 , 
3, 6-7A), but also obviate the need for using an additional chemical and/or 
mechanical fastening means. For these reasons, the teachings of Ligon et al and 
Wycech et al would have reasonably motivated to one in the art to automatically 
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apply an EVDM suggested bv Wvcech et al '600 onto an exterior surface of a 
beam using a robotic type applicator in the process of Chrysler in order to not 
only controllably and precisely extrude (in-line) an expandable resin to an 
automotive beam, but also enhance the production efficiency as well as reduce 
the production cost by obviating the need for fasteners and the need to 
separately manufacture EVDMs, while imparting "excellent strength and stiffness 
characteristics to the beam of Chrysler. 

On pages 1 1-12, Counsel argued that "[t]his statement [Examiner's contention 
regarding the shipment of a reinforcing beam] is advanced without any showing 
that transportation of such a beam is known in the prior art or the knowledge of 
the skilled artisan.". Obviousness in the sense of § 1 03 can be based on 
common sense and logic without any specific suggestion in the prior art relied 
upon. In re Bozek, 416 F.2d 1385, 163 USPQ 545, 549 (CCPA 1969). See also 
In re Sovish, 769 F. 2d 738, 226 USPQ 771 , 774 (Fed. Cir. 1985). As has been 

■ 

noted above, absent any showing of unexpected benefit, a preference on 
whether to sell/ship a reinforcing beam with an extruded foamable material to 
another manufacturer/manufacturing line or use this beam in-house is taken to 
be well within the purview of choice in the art. Additionally, it is a common 
practice in the art to use pre-fabricated automotive member(s) in manufacturing 
an automobile. In fact, it would be highly unlikely to manufacture an automobile, 
where all automotive components are made in-house. An effective and yet a 
simple effective way to handle an RBEF for shipment would be to cover an 
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extruded foamable material on a beam with a release protective liner. As for 
Counsel's argument that, EPON 828 "is a tacky liquid epoxy resin "...which 
is the opposite of the material recited in the claims". It is respectfully submitted 

■ 

that, independent claim 32 as presently recited does not require for an 
expandable material to be non-tacky. Moreover, as for the alleged problem in 
handling a tacky foamable material, one can readily obviate this problem by 
simply covering it with a protective release liner. As shown in figures 3 and 6 : 7 in 
the Wycech '600, the foamable material on a reinforcing sheet appears to be 
able to retain its configuration (i.e. no sagging problem). Equally important, this 
appears to be merely a matter on how a beam with an expandable material on it 
is packaged. Moreover, one in the art would have ensured that the beam with an 
expandable is protectively packaged so that it would not be subjected to 
"undesirable contact and movements". It should be noted that materials, which 
are far more fragile than the above beam are often packaged and shipped not 
only within a country but also are shipped from one country to another. More 
importantly, even for the sake of argument that Counsel's argument is fully 
commensurate with the scope of all presently recited claims, there is reasonable 
expectation of success in extruding an expandable material onto a reinforcing 
beam in light of the teachings of anyone of Bryant et al, Czaplicki '584, Czaplicki 
'635, and Barz et al '834. For instance, as has been noted above, extruding 
directly an expandable resin onto an outer surface of an automotive component 
is an art recognized effective alternative way for securing an expandable resin 
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onto an automotive component, wherein the expandable resin is "virtually tack 
free" at ambient condition, and wherein the expandable resin is heat-activated 
during a paint curing oven operation as exemplified in the teachings of Bryant et 
al (col. 1 lines 8-10; col. 2 lines 3-52; figure 1). The teachings of Bryant et al 
(likewise, anyone of Czaplicki '584, Czaplicki '635, and Barz et al '834) would 
have reasonably suggested to one in the art that an extruded foamable material 
on a beam, which has a characteristic of being substantially non-tacky can 
effectively be handled and shipped from a supplier to a vehicle manufacturer. It is 
wbrthnoting that, while claim 42 requires shipping a beam with a foamable 
material from a supplier to a vehicle manufacturer, this claim does not positively 
require the distance for which the beam has to be shipped. As for an alleged 
problem with sagging, see figures 1 -2 of the Bryant patent, where the alleged 
sagging problem is not observed on an extruded expandable material. 
On page 13 full paragraph 13, Counsel argued that "This initial adhesion ... 
allows the vibration damping material to expand and contact a door panel with 
less sag or "fall out" as compared to, for example, the configuration of Chrysler. It 
is unclear where in the Chrysler publication which leads Counsel to conclude that 
there is a sagging or fall out problem on an expandable material of Chrysler. In 
fact, is the expandable material of Chrysler is soft such that it tends to sag or has 
a fall out problem as alleged by Counsel, how then can the expandable material 
be secured using push pins. 
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As for Counsel's arguments, on page 13 full paragraph 2, regarding the elasticity 
and damping characteristic of the present invention as compared with the one 
employed by Chrysler, it is respectfully submitted that, Counsel's arguments are 
not commensurate with the scope of the recited claims. There appears to nothing 
in the presently recited claims, which positively require the elasticity and damping 
characteristic of an extruded expandable material. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sam Chuan C. Yao whose telephone number is (571) 

272- 1224. The examiner can normally be reached on Monday-Friday with second 
Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Richard Crispino can be reached on (571) 272-1171. The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 57^-272-1000. 
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